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Mewburn at a glance

We have 
experts in ALL 
areas of IP & 
ALL technical 

fields

We have a 
pragmatic 

commercial 
awareness that 
is highly valued 
by our clients

We’re the only 
IP firm with 

validated net-
zero targets

We build 
multidisciplinary 
teams to bring 

the right mix to 
the table

Our clients score 
us 9/10 for 
outstanding 

service delivery 

We focus on 
being the very 
best at what 

we do

We’re market 
leading, ranked 
top tier in the IP 

& legal 
directories We’re over 360 

strong with 5 
growing offices 

in the UK & 
Europe

Our 
approach is 

always 
personal & 

client-
focussed

Working with us 
gets you access 
to some of the 

best commercial 
and legal IP 
minds in the 

business



A business founded on a passion for 
innovation



Law & practice guides

• Fully searchable, our Law and Practice Library consists of over 100 guides with some in Chinese, Japanese and Korean language, all available 

online and covering a huge range of IP topics.

• In the spirit of openness and information sharing we have decided to keep them openly available to all.

• These are so good our competitors use them as reference – we know because they’ve told us! 

https://www.mewburn.com/law-practice-library


We have a responsibility to ensure our business has a positive impact on the people, communities 
and environment around us so have launched the Forward Community Programme.

Diversity & Inclusion Sustainability Community

• We have appointed a Chief I&D Officer 
& Collaboration Group

• Completed an I&D Audit
• We have created a diversity dashboard 

which we publish externally
• We report our Gender Pay Gap figures
• Sponsor the CREST Awards
• Created a Wellness Committee
• Introduced a reciprocal mentoring 

scheme
• Launched the WoMEn of Mewburn Ellis 

network
• Launched our LGBTQ+ME network
• Mentoring of school age children
• Sponsoring BSA ‘Smashing Stereotypes’ 

campaign
• We support I&D charities 

Read More

• We are working to reduce and offset 
our carbon use as part of our 
commitment to be carbon neutral by 
2025

• We have developed a five-step climate 
action plan that we're using as a 
framework to help us improve in this 
key area

• We’re working with environmental 
organisation Ecologi and plant a tree for 
every new matter we open

• Our near and long-term science-based 
emissions reductions targets approved 
by the Science Based Targets initiative 
(SBTi)

• We are the first UK IP firm to be rated 
Silver by EcoVadis, the sustainability 
ratings agency

Read More

• We donate 1% of our profits to charity 
• We have donated over £750,000 since 

2020
• All staff have a CSR Day
• We respond to humanitarian crises 

where we can, for example Ukraine, 
Afghanistan, Turkey

• We support for local charities covering: 
cancer, end of life care for children,  
homelessness, mental health, poverty & 
equality

• We support the Sustainable 
Development Goals. Our community 
work delivers against ten of the 
seventeen goals.

Read More

https://www.mewburn.com/diversityandinclusion
https://www.mewburn.com/sustainability
https://www.mewburn.com/sustainability
https://ecologi.com/
https://sciencebasedtargets.org/
https://sciencebasedtargets.org/
https://ecovadis.com/
https://www.mewburn.com/sustainability
https://www.mewburn.com/community-giving


Dr Eleanor Maciver

BA and MSci in Natural Sciences from Cambridge 
University; DPhil from Oxford University; Post Doctoral 
Research at Kyoto University

Qualified 2017; partner 2022

Lived in Japan for one year, speak some Japanese; now 
visit Japan for 1-2 weeks most years 

Involved with JIPA since joining the profession

Practice: Chemistry specialising in sustainable 
technologies, food chemistry, polymers and small 
molecule pharmaceuticals

Passionate about the role technology can play in 
sustainability 

Major clients: Japanese food and drinks companies, 
Japanese polymer companies, Sustainable technology 
SMEs and pharmaceutical companies from start-ups to 
global corporations

Significant experience of EPO opposition and appeal 
work
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Why File TPOs?

TPOs vs EPO Opposition

Tips for Strategy



What Are Third Party 
Observations



Third party Observations are a mechanism providing an EPO Examiner 

with objections and prior art evidence

Similar to the JPO

They can be filed during prosecution (pre-grant) and after grant

What are Third Party Observations

Pre-grant procedure:

• After publication
 
• Before grant

• Including after 
allowance

Post-grant procedure:

Can be submitted 
during: 

• Opposition and

• Appeal



Art 115 EPC:
 In proceedings before the European Patent Office, following 

the publication of the European patent application, any third 

party may, in accordance with the Implementing Regulations, 

present observations concerning the patentability of the invention 

to which the application or patent relates. That person shall not 

be a party to the proceedings.

Rule 114 EPC:
 (1) Any observations by a third party shall be filed in writing 

in an official language of the European Patent Office and state the 

grounds on which they are based. Rule 3, paragraph 3, shall apply.

 (2) Any such observations shall be communicated to the 

applicant for or proprietor of the patent, who may comment on 

them.

GL-E-VI-3

Legal context

https://www.epo.org/law-practice/legal-texts/html/epc/2020/e/r3.html


Anyone who is not directly involved in the proceedings

Can be filed anonymously or in company name

No requirement to be submitted by representative

Many routes for filing

EPO has dedicated web form for submission

Submission by representative via EPO online filing portal

By hand

Who can and How to file?



What can be included?

TPOs typically include arguments and evidence

A good way to alert the Examiner to prior art they might have missed

Documents must be in (translated into) an official language of the 
EPO

Some types of evidence are not possible if filing anonymously (e.g. 
prior use)



What can be included?

Important note: includes factors that are not available as grounds of opposition

All grounds relating to patentability can be raised:

Novelty
Inventive 

step
Clarity

Added 
Matter

Lack of 
unity

Sufficiency



The EPO will forward any TPOs filed to applicant/proprietor

The EPO Examiner must consider the observations and comment on 

them

TPOs will result in acceleration if not filed anonymously

EPO target OA within 3 months of TPO submission

How does the EPO handle TPOs?



Why File TPOs?



When to consider TPOs?

When you come across a patent application that will pose a problem for your client’s 

business in Europe if granted.

First Step 

 Assess likelihood of granted claims that are a problem.  

[Your EPA colleagues can help with this  analysis e.g. what claims are likely to be patentable in Europe.]

Second Step

Consider if you should file third party observations or wait to see whether the patent 

gets granted and then file an opposition? 

When to consider TPOs?



Some Further Considerations

Is the desired outcome 
achievable in examination as a 
non-party member? 

E.g. is there a ‘fall back’ position in the 
application that would mean the claims 
are not a problem and can we push the 
examination towards this fall back? 

Do we have a strong case that 
the claims should be limited in 
a meaningful way?

E.g. have we got new prior art to cite that 
clearly changes the situation

Has the Examiner misunderstood the technology, or the 
prior art already cited?



TPOs vs EPO Opposition



9 months from grant

Grounds of opposition do not include 

Clarity

Timeline

 <18 months for first instance decision

 2-3+ years for an appeal

Robust, interactive proceedings

Significantly more expensive than TPOs

 

EPO Oppositions



TPO v Opposition

TPO = Observer status only – 
options to “persuade” are 
limited

TPO = any ground 

TPO = puts applicant on notice; 
possible divisional(s)

Opposition = party to the 
proceedings – fully involved, 
multiple opportunities to 
argue, EPO must engage fully

Opposition = clarity excluded

Opposition = “surprise”; 
cannot shift claim scope (only 
narrow))



Tips for Strategy



• Very cost-effective way to raise objections and alert the Examiner to additional prior 
art

• Opportunity to raise objections (clarity, lack of unity) that cannot be raised in 
opposition

Pros

• Relies on EPO engagement - by definition TPOs are submitted after Examiner has 
completed initial review

• Allows competitor to opportunity to overcome objections in prosecution

• Some objections might be better saved for opposition (e.g. added matter)

Cons

How to maximise success?

Strategic considerations



Simplicity – make it easy for the EPO examiner

Novelty and inventive step 

• Typically the main arguments in terms of effecting the scope of the claims

• New, strong prior art is strongly recommended

• Often Japanese language documents are not easily found by Examiner’s at the 

EPO and so this can be a good source of new documents for TPOs

 

Advice for Effective TPOs



Clarity and Added Matter 

• These can be very effective – EPO Examiner’s often adopt arguments on these 

grounds

• Care needed to consider what overall effect these objections will have on the 

case

• For example, added matter objections raised during examination can be more 

easily addressed than after grant

 

Advice for Effective TPOs



Anonymous Or Not?

Do you want examination to speed up or not?

Do you need to keep your identity secret?

No speeding-up wanted or 
need to keep identity secret - 

anonymous

Speeding up wanted – 

non anonymous

Anonymous vs Not-Anonymous



Thank you for listening

If you have any questions 
please contact me.

eleanor.maciver@mewburn.com
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